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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed February 9, 2010 have been fully considered but they 
are not persuasive, because: 

A) The applicants argument that there would not be a reasonable expectation of 
success in combining the references is not persuasive. Evidence showing there was no 
reasonable expectation of success may support a conclusion of nonobviousness. In re 
Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976). See MPEP § 2143.02. While 
the applicant has referenced several non-patent literature references to support their 
conclusion that there is no reasonable expectation of success, the references have not 
been provided to the Office. Absent these references to consider, the arguments will 
have to be treated as attorney argument. The arguments of counsel cannot take the 
place of evidence in the record. In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 
(CCPA 1965). See MPEP § 2145. Without the supporting documents, the arguments 
are not sufficient to overcome the rejection. 

However, the substance of the argument appears to present a showing of no 
reasonable expectation of success in modifying Jaeger et al. with Billington et al. Should 
the evidence properly support the attorney arguments, a resubmission containing the 
proper documents would seem to overcome the outstanding rejection. 

B) The applicant states that their arguments regarding Jager (US Pat. 
4,066,597) were persuasive. The Office never indicated that these arguments required 
the removal of the reference from the previous actions. The amendment to the claims 
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led to the removal of the reference. Jaeger et al. teaches the method of making the 
compound of Jager and provided a better rational for the showing of obviousness. 

C) In response to applicant's argument that there is no suggestion to combine 
the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would have 
been obvious to a person having ordinary skill in the art at the time of invention to have 
used the polyfunctional polyol of Billington et al. in the preparation of the compound of 
Jaeger et al., and the motivation to do so would have been, as Billington et al. suggests, 
to improve the adhesion of the resultant polymer to the substrate (3:46-62). 

Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1 197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Eashoo/ 

Supervisory Patent Examiner, Art Unit 1796 



LJH 

February 18, 2010 



